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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 10-14 and 26 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. The claimed limitations of a window mounted 

directly on the optical element of the chip by said transparent adhesive layer which is 

disposed between said window and said optical element, as recited in claim 10, are 

unclear as to whether the window is mounted directly on the optical element of the chip 

(i.e. the window is in direct contact with the optical element), or a transparent adhesive 

layer is disposed between said window and said optical element. 

Ciaim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which the subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 10-12, 14, 20-22, 24, 26-28, as best understood, are rejected under 35 
U.S.C. 103(a) as being unpatentable over Glenn et al. (6,266,197) to in view of Boon et 
al. (2004/0041 221 A1). 

Regarding claims 10 and 20, Glenn et al. teach in figure 2 and related text an optical 
semiconductor package comprising: 

a substrate 102 having opposite upper and lov^er surfaces; 

a chip 106 having an optical element and disposed on the upper surface; 

a plurality of bonding pads 104, 104A disposed on the upper surface; 

a plurality of bonding wires 114 electrically connecting the chip 106 to the 
bonding pads; 

a window 122 made of a transparent material (column 11, lines 5-10), 
a support 226 supporting the window for positioning the window corresponding to 
the optical element of the chip 106, 

Note that a window made of a transparent material for allowing light to transmit through 
the window and interact with the optical element is a functional language and does not 
further limit or define the structure and is not given any patentable weight. Additionally, 
the device taught by Glenn et al. could have been used for the claimed purpose. 
Glenn et al. do not teach an encapsulant formed on the substrate, encapsulating the 
chip and the bonding wires, for fixing the window and for hermetically fixing the support 
on the substrate. 
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Boon et al. teach in figure 4 and related text an encapsulant 32 formed on the substrate, 
encapsulating the chip 22, for fixing the window 6 and for hermetically fixing the support 
2 on the substrate. 

it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use an encapsulant formed on the substrate, encapsulating the 
chip and the bonding wires, for fixing the window and for hermetically fixing the support 
on the substrate in Glenn et al. in order to provide better protection to the chip. 
Regarding the claimed limitations of a window mounted directly on the optical element 
of the chip by said transparent adhesive layer which is disposed between said window 
and said optical element, prior art's device includes an encapsulant, wherein the part of 
the encapsulant which is located between said window and said optical element is said 
transparent adhesive layer. Therefore, prior art's device includes a window mounted 
directly on the optical element of the chip by said transparent adhesive layer which is 
disposed between said window and said optical element, s claimed. 

Regarding claim 1 1 and 21 , the claimed limitations of ''encapsulant is formed by means 
of an overmolding process" are process limitations, which does not carry weight in claim 
drawn to structure, because distinct structure is not necessarily formed. A product by 
process claim directed to the product per se, no matter how actually made. In re Hirao, 
190 USPQ 15 at 17 (footnote 3). See In re Fessman, 180 USPQ 324, 326 (CCPA 
1974); In re Marosi et al., 218 USPQ 289, 292 (Fed. Cir. 1983); and particularly In re 
Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), all of which make it clear that it is the 
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patentability of the final stmcture of the product "gleaned" from the process steps, which 
must be determined in a "product by process" claim, and no the patentability of the 
process. See also MPEP 21 13. Moreover, an old and obvious product produced by a 
new method is not a patentable product, whether claimed in "product by process" claims 
or not. 

Regarding claim 12, Glenn et al. teach a ledge (portion of 226) for securing the window 
in the encapsulant of prior arf s device. 

Regarding claims 14 and 24, Glenn et al. teach in figure 12 and related text the window 
is a lens 1104. 

Regarding claim 20, prior art's device includes at least a portion of the encapsulant is 
formed directly on the substrate. 

Regarding claim 22, Glenn et al. teach the window is hennetically disposed on the 
support 226. 

Regarding claims 26 and 28, Glenn et al. teach the optical element comprises an optical 
sensor 106. 
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Regarding claim 27, the transparent adhesive layer in prior art's device is the part of the 
encapsulant which Is located between said window and said optical element. 
Therefore, prior art teaches a transparent adhesive layer directly, physically contacts 
both the lower surface of said window and an upper surface of said optical sensor of 
said chip and attaches the lower surface of said window and the upper surface of said 
optical sensor together; and said encapsulant surrounds said window and directly, 
physically contacts the side surface of said window (the right surface side of the window 
of Glenn et al.), while leaving the upper surface of said window exposed from an upper 
surface of said encapsulant. 



Claims 13 and 32-33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Glenn et al. and Boon et al., as applied to claim 10 above, and further in view of 
Adams (4,732.042). 

Glenn et al. and Boon et al. teach substantially the entire claimed structure, as applied 
to claims 10 and 27 above except teaching an encapsulant made of an opaque 
material. 

Adams teaches an encapsulant 19 Is made of an opaque material (column 3, line 40). 
it would have been obvious to one having ordinary skill In the art at the time the 
invention was made to use an encapsulant made of an opaque material In the device of 
Glenn et al. and Boon et al.. In order to provide better protection to light sensitive 
circuits of the device. 
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Claims 29, 31 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Glenn et al. in view of Okada et al. (4,838,089). 

Regarding claim 29, Glenn et al. teach substantially the entire claimed structure, as 
applied to daim 20 above, including 

a supporting wall 226 extending upwardly from the upper surface of the substrate 

12; 

a window made of transparent material and supported by the supporting wall at a 
location above the optical sensor for allowing light to transmit through the window and 
interact with the optical element 

Glenn et al. do not teach an encapsulant formed on the upper surface of the substrate 
to surround the supporting wall. 

Okada et al. teach in figure 3 and related text an encapsulant 36 formed on the upper 
surface of the substrate to surround supporting wall 28. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use an encapsulant on the upper surface of the substrate to 
surround the supporting wall in Glenn et al.'s device in order to provide better protection 
to the device. 

Regarding claim 31 , the combined device shows the encapsulant, the supporting wall, 
the window and the substrate together define a henmetically sealed cavity in which the 
chip, the optical sensor and the wires are disposed. 
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Regarding claim 35, Glenn et al. teach a supporting wall comprises: 

a first section extending upwardly from the upper surface of said substrate and 
inwardly toward the window, said first section having opposite upper and lower ends, 
the lower end being on the upper surface of said substrate; 

a second section extending inwardly from the upper end of the first section, said 
second section supporting thereon said window (the second section is located above 
and below the window); and 

a third section extending upwardly firom the lower end of said first section and 
outwardly away from the window (the third section is the left part of supporting wall 
whose left side is vertical to the substrate 102, and that part extends upwardly from the 
lower end of said first section and outwardly away from the window), said third section 
being embedded in said encapsulant (in the combined device); 

wherein said first and third sections define together a cavity receiving therein a 
portion of said encapsulant. 

Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Glenn et 
al. and Okada et al., as applied to claim 29 above, and further in view of Boon et al. 
Glenn et al. and Okada et al. teach substantially the entire claimed structure, as applied 
to claim 29 above, including an encapsulant includes an outer portion covering an outer 
side surface of the supporting wall, but except a transparent encapsulant encapsulating 
the chip. 
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Boon et al. teach in figure 4 and related text an inner transparent portion 32 
encapsulating the chip 22. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use an inner portion encapsulating the chip and the wires and 
covering an inner side surface of the supporting wall, wherein the inner portion of the 
encapsulant is transparent, in the device of Glenn et al. and Okada et al., in order to 
provide better protection to the chip. 



Allowable Subject Matter 

Claim 34 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The following is an examiner's statement of reasons for allowance: The prior art 
of record does not teach or suggest, singularly or in combination at least the limitation of 
a light path does not extend through said encapsulant. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 
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Response to Arguments 

Applicant argues that the window 122 of Glenn is not mounted on the sensor chip 
106, because the window 122 of Glenn Is mounted over chip 106. 

There is no structural difference between the phrase a window is mounted on the 
chip, and a window is mounted over the chip. The terms "on", "over" and "above", are 
synonymous when considering the claimed invention, because office personnel are to 
give claims their broadest reasonable interpretation in light of the supporting disclosure. 
See, e.g.. In re Zletz, 893 F.2d 319, 321 - 22. 13 USPQ2d 1320, 1322 (Fed. Cir. 1989) 
("During patent examination the pending claims must be interpreted as broadly as their 
terms reasonably allow . .") 

Applicant argues that Glen's ledge 226 is not located at the claimed window. 
Glen's ledge 226 is located above and below the claimed window 122. 
Therefore, Glen teaches a ledge located at the claimed window. 

Applicant argues that Boon et al. fail to disclose in figure 4 that at least a portion 
of the encapsulant is formed directly on the substrate. 

Prior art's device is formed by encapsulating Glenn et al.'s device, as taught by 
Boon et al. Forming an encapsulant in Glenn et al.'s device would inherently include an 
encapsulant being in directly with the substrate 102 (see figure 2 of Glenn et al.). 
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Applicant argues that Okada et al. do not teach an optical sensor but a pressure 
sensor. 

Okada et al. was not cited to teach an optical sensor. Glenn et al. teach an 
optical sensor. Okada et al. was cited to teach an encapsulant 36 formed on the upper 
surface of the substrate to surround supporting wall 28. 

Applicant argues that it would not have been obvious to incorporate the window of 
Glenn et al. into the device taught by Okada et al. as suggested by the examiner. 

The examiner did not suggest to incorporate the window of Glenn et al. into the 
device taught by Okada et al. The examiner suggested that the encapsulant of Okada et 
al. would be incorporated into the device of Glenn et al. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



Application/Control Number: 10/667,605 Page 12 

Art Unit: 2811 

shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ori Nadav whose telephone number is 571-272-1660. 
The examiner can nomrially be reached between the hours of 7 AM to 4 PM (Eastern 
Standard Time) Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Lee can be reached on 571-272-1732. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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